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~ The MAILING DATE of tfi/s communication appears on the cover sheet with the correspondence address 
Period, for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be availafcrte unden the pfoviiion^'of; 37 CFR 1 . 1 36(a): In no dvent, however, may a reply be tihiely filed 
after SIX (6) MONT JlS from the ijiajling da^e of this dpmm^ . | I 

- If NO period for reply is specified labove, ttte maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or eli^ended period for jreplyiwill. by statute^ cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the bffice llafter than three months after th^ mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment Slee 37 CFR 1.704(b). 

Status 

Responsive to communication(s) filed on 02 November 2007 . 
2a)[Il; This action is FINAL. , 2b)EI This action is non-final. 

Sincel thissapF^icaticin is in condilionjfor allowance except for fonmal matters, prosecution as. to the merits is 
^^closed in' j^ccdrdanb^ With the pr^ctibe under Ex parte Ouay/e, 1935 CD. 1 1 . 453 O.G. 213. 
• ... . . ;!* ' . { / " 

Disposition of ciaihis ! f " 

4)^ ■ '^CIaim(s) 1-13 is/are pending in the application. 

' 4a) Of the above claim(sj 8-13 is/are withdrawn from consideration. 
^)lJ'?. Claim{s) is/are allowed. 

6) ^ Claim(s) is/are risiected. i ^. • 

7) n Claim;^s) ^ ^ j^/^r^ objected ti. : ' 

8) Q . Claim;{s) ^ arel.isubject to re^tribtion and/or election requirement. 

• ' ' |. : , • ■ . ^ ■ 

Application Papers 

9) ^ the specification is objected to by the Examiner. 

10) P The^drawing(s) filed on 13 April 2005 is/are: a)S accepted or b)n objected to by the Examiner. 

' 'Applicant may riot request that any objection to the drawlng(s) be held in abeyance. See 37 CFR 1 .85(a). 
"Replacement drawing' sheet(s) indutjinji the correction Is required if the drawing(s) is objected to. Se6 37 CFR 1 .121(d). 

1 1) P The oath deblaratibn is bbjecteid tb by the Examiner. Note the attached Office Action or fomri PTO-152. 

Priority under 35 U.S.C, § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)EI All b)n Some * c)^ None of: 

' i .1 Certified copies of the priority documents have been received. 

2.0 iCer^ified copl;^^ of the prioirityldbcuments hgve beien received in Application No. 



^ 3.^ -Cdfiies bf'tlhe'bertified copieslbf the priority documents have been received in this National Stage 
• appflicatlon from the International Bureau (PCT Rule 17.2(a)). 
*"See the attached detailed Office action for a list of the certified copies not received. 



Attachmerit(s) ^ ; , ' ' * . 

1) ^'Noti(^..ofRefereDjesC|te0j(F|T^^ ! '} 

2) □ Notice of Draftsperson's Patent 'Drawing RevieW (PTO-948) 

3) 13 'nforma^on Disclciure Staten^ht:(s) (PTO/SB/bs)- 

Paper No^sViVlail Date 07/05 . ■ 



4) □ Inten/iew Summary (PTO-413) 

Paper No{s)/IVIail Date. . 

5) □ Notice of Infomrial Patent Application 

6) □other: . 
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DETAILED ACTION ! 



This action is in response to applicants correspondence mailed 1 1/02/2007. 



; : ! Election/Restrictions ^ 

2. Applicant's election of group I, claims 1-7 in the reply filed on 1 1/02/2007 is 
acknowledged. : Because applicant did not distinctly and specifically point: out the supposed 
errors iii the restrictidn requirement, the election has been treated as an election without traverse 
(MPEP § 818.03(a)): " 

3. Claims 8-13 withdrawn fi'om further consideration pursuant to 37 CFR 1.14i2(b) as being 
drawn to a non^lecteid invention- tl^ere being no allowtable generic or linking claim. Election was 
.made without trayejrse in the re|)ly,filed on 1 1/02/2007. 

Sequence Rules 

4. This application contain^ setjuence disclosures that are.encompassed by the definitions 
for nucleotide and/cir amino acicj selquences set forth in 37 CFR 1.821(a)(1) and (a)(2). However, 
tljis application, fails to comply with the requirements of 37 CFR 1 .821 through 1 .825. There are 
no sequence identifiers for the sequences on pages 21-23 of the specification. Additionally, there 
is no sequence listiij^ or GRF o^ thi^ sequences in the specification. Applicant is required to 
thoroughly Teview the specificatiioil and comply with all sequence rules. For any response to this 
office action to fully responsive, applicants are required to comply with sequence rules. 
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Specification 

5. This application does no^ contain an abstract of the disclosure as required by 37 
CFR 1 .72(b). An abstract on a separate sheet is required. 

• Claim Rejections -35 use §112 

6. The following is a quotation pfthe second paragraph of 35 U.S.C. 112: 

The specification shall conciudie with one or more claims particularly pointing out and distinctly claiming the 
; subject m^ttdr v|^ich tlte applicjEintij^^^ 

:,7. ■ Claim 2 is rejected under 35 U.S;C. 1 12, second paragraph, as being indefinite for failing 
tbipaiticularly point out and distinctly claim the subject matter which applicant regards as the 
iiiyerition. 

Claim 2 is! velgue ^d indefinite for the r^^^ 
added to materials selected fironi th^ group consisting of... paint". Claim 2 appears to be drawn 
to a product comprised 6f a process and there it is unclear if claim 2 is drawn to a process or 

'product. The recitation of characterized in that and the recitation of marker is added to materials 

^- ■ . : i . ■ - . ! ■ • . 

appears' to ;^e a^prpd^ss st^p. As sijch it is unclear if the claim is intended to be limited to a 

'■' f > \ ■ '. j ■ 
product or procicss. • 

Claim Rejections -35 use §102 

>8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 

i r ' i !!=••■ ' 1 i'" " • : 

basis for th^ rej:ections under thife section made in this Office action: 

' A person shall bis entitlied to a patent unless - 

(b) the invention :was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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j '•■ ; ■ 

9. Claims 1-7 are 'rejected under 35 U.S.C. 1 02(b) as being anticipated by Dollinger et al. 
(US Patent 5451505). 

With regard to claim 1 , Dollinger et al. teach a taggant which comprises a nucleic acid 
that has a specific nucleotide sequence that provides a means to store information (marker 
composed of oligonucleotides). iDpUinger et al. teach taggants are added to substances. 
Ctollihger et al. teach substances to include automobiles and automobile parts (see colunm 1, 
diiifes 20-27 and column 3, lines 65-68) (vehicle identifying markers). Dollinger et al. teaches the 
taggantg miy be Qof gllently bouilid to a solid support such as latex beads, dextran or magnetic 
beads'' or encapsulated by polymeric substances or lipophilic compositions (see column 2, lines 
24-29) (oligonucleotides to which phase transfer agent is bound). 

? ; . ' With regard to claim 2, Dollinger et al. teach the substances that contain the taggants 
(nucleic, ac jds bottncl to a ^hase transfer agent) are paint products. If is noted that any paint 
^ product could be applied fo a vehicle or could be used to coat a vehicle. Therefore the paint 
product taught by Dollinger et al. includes vehicle paint product and vehicle coating solution. 
^ ' With regard fo claim 3-4, Dollinger et al. teach a taggant sequence that comprises an 
oligonucle^ide conipdsed of a unique sequence 'of one strand and primer sequences located at 
both ends of the xmique sequence (See table 1, taggant sequence and column 6, lines 64-68). 
Dollinger et al. teach the nucleic acid taggant will be at least 20 bases in length to adequately 
si)ecify any taggant ^coding sequence is 10 to 50 base pairs) (see column 5, lines 5-11). 

With regaid jfo claims 5-6, Dollinger et al. teach a taggant that is a combination of two 
primers and a unique sequence (see! table 1, taggant sequence, colunm 6 lines 64-68) (three kinds 
of oligonucleotides with different base sequences). 
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With regard to claim 7, Doliinger et al. teach derivatized nucleotides, including methyl or 
phosphonate oligondeoxynucleotides and phosphorothioate oligodeoxynucleotides - 
(oligonucleotide combined with protective groups (derivatized nucleotides) which blocks 
reactivity). 

10. Claims 1 and 5-6 are rejected under 35 U.S.C. 102(b) as being anticipated by Le Page et 
al. (WO 87/06383, cited on IDS). V 

, ) * ; With regard to claim 1, Le Page et al, teach an article labeled with a tag to which a signal 
6&ripoimd is attached (see page ;5, 2"** foil para.) Le Page et al. teach the signal compound may 
be. attachedjto an adhesive or paper j(oligonucleotide to which phase transfer agents is bound) 
($ee page 5, 1^^ and 2"^ full para). LePage et al. teach the tag and signal compounds are nucleic 
%cids.(see pg. 5 last para, con't to page 6). Le Page et al. teach the substance comprising the tag 
and .signal gan tie ani^ substance |in0luding parts for cars (see pg. 4 last para con*t to page 5) 
(vehiple id^tificatipn 

With regard to claim 5-6, Le Page et al. teach an item is labeled with a signal DNA in 

■■if 

wlhich there are two or more signal DNAs that is genuine. Le Page et al. teach the signal DNA is 
mixed wthd another jPNA j(see p^. % last para, con't to 1^^ para) (vehicle identifying marker that 
is a conibiiiatioh of different basje sequences of two or more, combination of three). 

Claim Rejections -35 use §103 
jll. ' The following is a . quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousne4 rejectiphs: set forth in tjhis Office action: ; 

; ■■ i ■;■{ ! ,-i !■ i ' [ ■ i ■■ ■ 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
' ' . section 1 02 of this titles if the differences between the subject matter sought to be patented and the prior art are 
^ , ' such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
^ ' ' having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
. manner in which the invention was made. 



i j 1 1 Best Availal^le Copy 
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12. Thil application currently names joint inventors. In considering patentability of the 
claims under 35 U.S;C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 

, e]Wdence toj the;cqn1i|?ary/ Applicant is advised of the obligation under 37 CFR 1.56 to point out 

' . '\ ^' ^ : ^« ; ! ' ; : !• !: . ■ " ' • 

tHe inveritof and invention datesjof jeach claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
afid^keiitial 35 U.S.C. 1 02(e), (f) or (g) prior art under 35 U.S.C. 1 03(a). 

13, : ' jClajm 2 is; rejected undet 3*i U.S.C. 103(a) as being u^^ . 
Patenti545f505). i: i ! i ii 

V ; DpUinger et al. teach a taggant which comprises a nucleic acid that has a specific 
'nucleotide sequence that provides a means to store information (marker composed of 
oligonucledtides).^ Ijijollinger et ^1. teach taggants are added to substances. DoUinger et al. teach 
substances to iriclud^ automobiles and automobile parts (see colunm 1, lines 20-27 and column 
Splines. 65-68) (vehicle identifying markers); DoUinger et al. teaches the taggants may be 
coyaifently bound to a solid support such as latex beads, dextran or magnetic beads or 
.encapsulatdid by piolymeric subsjan|0es or lipophilic compositions (see colimm 2, lines 24-29) 

u ■ 'i ^ J •!•'*;■ 5 ' i ^' ' 

. (oligpniicl^tidbs jto which phasfe transfer agent is bound). DoUinger et al, does teach a 
ciosmpositipn of tagged substances wherein the taggant is a nucleic acid and the substance is paint 
;prodiicts. DoUinger et al. does not teach a composition of vehicle painting dye or vehicle coating 



,. .1 .. J 
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Therefore, it would be h?Lve:been prima facie obvious to the ordinary artisan at the time 
the inventidn was made to include vehicle painting dye and vehicle coating dye in the 
composition as DpUinger teaches taggants can be added to either automobiles, automobile parts, 
and paint products. The ordinary artisan would have been motivated to include vehicle painting 
d;^e arid vehicle coaj^ing dye ais DoUinger teaches that both automobile part and paint products 

i ■ ; M i'ii'' i ^ Mi' ■ ■ i ' 

can conitaii^taggantsi Additiondlly,' the ordinary artisan would have had a reasonable expectation 
of success since the: compositions taught by PoUinger include both automobiles and paint 
^piMiiicts;! which are encompassed by vehicle painting dye and vehicle coating dyes. 

14: '\ . Ciajm 2; isi rejected undej 35 U.S:C. 103(ia) as being unpatentable over Le Page 
(W0^7/(J6383,citea|prtro^^ ! 
' i:.^ Le Page et al. teach an article labeled with a tag to which a signal compound is attached 



X^e pageS, 2" fiill para.) Le Page et al. teach the signal compound may be attached to an 
adhesivfe:oii|papeti((>ligonu^ phase transfer agents is bound) (see page 5, 1^* and 

'2^ m pata). LePage et al. teach the tag and signal compounds are nucleic acids (see pg. 5 last 

".J "n-^ , ' ■ ' . . ^ ^ ' 

para, conit to page 61). Le Page et al. teach the substance comprising the tag and signal can be any 
substance including iparts for cars or art work.(see pg.. 4 last para con*t to page 5) (vehicle 

■ •/■■■-hi' iNiM ■■If- ' ' ' 

identification marker) . ; ' • 

J . i • ! 



' . • Le Page et all does not teach a composition of vehicle painting dye or vehicle coating 
soliitibn. . 

; ^ ' ' Therefore, it would be h^ve^been prima facie obvious, to the ordinary artisan at the time 
the inventidn was nijade to include vehicle painting dye and vehicle coating dye in the 

•''''•if ' . V i ! j !! 
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composition taught by Le Page as Le Page teaches signal compounds can be added to any 
substance, tncludingiart work and car parts. The; ordinary artisan would have been motivated to 
include vehicle paintirig dye and vehicle coating dye as Le Page teaches signal compounds can 
be added to any substance, including art work and car parts. Additionally, the ordinary artisan 
4?i^paldihaLye had a reasoriable expectation of success since the compositions taught by Le Page 
iricludeiboth cajr paiite andjart wd^vk; >yhich are encompassed by vehicle painting dye arid vehicle 
^coatirig.dy;^. [ 

% , i Conclusion 

15v; " No |jlaiijis;a*i^ allowable! \\' ; . ■ 



I 



X'- ' Any inquiry concerning this communication or earlier communications from the 
^ examiner should be idirected to §arae Bausch whose telephone number is (571) 272-2912. The 
examinbri cin nprm^lsf be reach^pn M-F 9am-5pm. 

. .. . If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisoir. Ram Shukla can be reached on (571) 272-0735. The fax phone number for the 
' 'ojsaniz^tio i where ithisiai)plicat|on;or proceeding is assigned is (571) 273r8300. 
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Applicatioi^Control .Number: 
10/531,271^ 

Art Unit: 1634' " 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
miay be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
sys;tero, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
systbm,,coritact, the Electronic Business Center (EBC) at (866) 21 7-9197 (toll-free). 

Ailjl inquiry !pf a gieneralj nature or relating to the status of this application 



or proceeding should be directed to (571) 272-0547. 



4, i * 

''..->: ' Patent applicants with problems or questions regarding electronic images that can be viewed in the Patent Application' Information 
" R^iva!i^ystein;(PAIR) can now contact the USPTO's Patent Electronic Business Center (Patent EBC) for assistance. Representatives are 

f' liable to aftswer your questions daily from 6 am to midnight (EST). The toll free number is (866) 217-9197. When calling please have your 
iiditimi serial' or patent number, the type of document you are having an image problem witii, the number of pages and the specific nature of 
problem'. TTi| Patent Elecjipnic Business Center Will notify applicants of the resolution of the problem within 5-7 business days. Applicants 
car{ also check PAIR to=c6nfirrti 4at thje problen^ hai;been corrected. The USPTO's Patent Electronic Business Center is a complete service 
center supfwrtipg all patent business on the Internet.; The USPTO's PAIR system provides Internet-based access to patent application status and 
hi^or); injfprmatipn. It also enable^ applicants tojview the scanned images of their own application file folder(s) as well as general patent 
^njrbnp^pn avmbble to the pii^ i i 

. For all other customer support, please call the USPTO Call Center (UCC) at 800-786-9199. 

*■•- " ' 

; 4 ; .i . i: J:- • ' . ■: ; /Sorac Bausch/ 

- "!■ :vj j" M I'M' ! = ■ ^ ■ ' Sarae Bausch, PhD. 

: : ; : i ^ \ A • Examiner 
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